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Companies Act 2006 
In the matter of application, No 1353 by Paule KA (Société par Actions Simplifée)
For a change of the company name of registration 
No 10319595

Background, Claims and Defences 

1. POLKA INTERNATIONAL LTD. (hereafter ‘the respondent’) was incorporated on 9 August 2016.
 
2. On 4 January 2017, Paule KA (Société par Actions Simplifée) (hereafter ‘the applicant’) applied for an Order under section 69 of the Companies Act 2006 (‘the Act’) for the company name POLKA INTERNATIONAL LTD. to be changed. 

3. Section 69 of the Act states: 

“(1) A person (“the applicant”) may object to a company’s registered name on the ground―
 
(a) that it is the same as a name associated with the applicant in which he has goodwill, or 

(b) that it is sufficiently similar to such a name that its use in the United Kingdom would be likely to mislead by suggesting a connection between the company and the applicant. 

(2) The objection must be made by application to a company names adjudicator (see section 70). 

(3) The company concerned shall be the primary respondent to the application. 

Any of its members or directors may be joined as respondents. 

(4) If the ground specified in subsection (1)(a) or (b) is established, it is for the respondents to show― 

(a) that the name was registered before the commencement of the activities on which the applicant relies to show goodwill; or 

(b) that the company― 

(i) is operating under the name, or 

(ii) is proposing to do so and has incurred substantial start-up costs in preparation, or (iii) was formerly operating under the name and is now dormant; or 

(c) that the name was registered in the ordinary course of a company formation business and the company is available for sale to the applicant on the standard terms of that business; or 

(d) that the name was adopted in good faith; or 

(e) that the interests of the applicant are not adversely affected to any significant extent. 

If none of these is shown, the objection shall be upheld.
 
(5) If the facts mentioned in subsection 4(a), (b) or (c) are established, the objection shall nevertheless be upheld if the applicant shows that the main purpose of the respondents (or any of them) in registering the name was to obtain money (or other consideration) from the applicant or prevent him from registering the name. 

(6) If the objection is not upheld under subsection (4) or (5), it shall be dismissed. 

(7) In this section ‘goodwill’ includes reputation of any description.” 
4. The applicant states that the name associated with it is PAULE KA. 

5. With regard to its goodwill or reputation under the name, it states (as written):

“The applicant has 60 stores and 300 points of sale all over the world in addition to an active internet store… In the UK there are 2 physical PAULE KA stores and 7 department stores and 9 multi-brand stores which sell PAULE KA product in addition to a dedicated UK portion of the internet store…

The applicant has a significant online following on the social media.

Further PAULE KA clothing is regularly shown and/or advertised in fashion magazines published in the UK, and is worn by people in the public eye such as Theresa May, the UK Prime Minister, actresses and fashion models. Actresses and fashion models are, in the minds of the public, closely associated with the entertainment industry, including the television industry. 

All of which activity and presence in the public eye has the result that the applicant enjoys reputation and goodwill in the name PAULE KA in the United Kingdom and elsewhere in the world.” 

6. The applicant claims that its goodwill and reputation resides in the field of couture and, in particular, in the field of ready-to-wear luxury fashion. 

7. The applicant claims that:

“Because of the similarity of POLKA and PAULE KA and the likely connection between the commercial activities of the applicant and the entertainment industry, commercial activity by a company named Polka International is likely to lead to one or more of:

	Damage to the reputation the applicant enjoys in the name PAULE KA,

Confusion in the minds of the public, and/or
The misappropriation of the reputation and goodwill that the applicant has built up in PAULE KA.”

8. The applicant’s representative wrote to the respondent on 19 December 2016, and advised that unless the respondent changed its company name within two weeks of that date, an application would be made to the Company Names Tribunal. 

9. Upon the subsequent filing of its application to this tribunal, the applicant requested that Mr Michael Gleissner be joined to the proceedings as co-respondent. A letter to that effect was sent to Mr Gleissner on 15 March 2017. Having received no comment from him, he was joined to the proceedings as co-respondent on 29 June 2017.
 
10. The respondent filed a counterstatement (form CNA2) in which it relies on the defence under 69(4)(d), that the company name in question was adopted in good faith and further submits that the respondent’s name does not adversely affect the applicant to any significant extent (which is a defence under section 69(4)(e)). It makes two points in this regard. The first is that the parties’ areas of business are different; the respondent’s company is concerned with television programming and broadcasting services, while the applicant is concerned with couture and ready-to-wear luxury fashion. The second is that the company names are not sufficiently similar to mislead by suggesting a connection between the company and the applicant.

11. The applicant filed evidence. Neither party filed submissions. 

Evidence

12. The applicant’s evidence consists of the following:

Witness statement of Antony Xavier Gallafent, dated 30 October 2017 and exhibits AXG1- AXG2

Second witness statement of Antony Xavier Gallafent, dated 9 November 2017 and exhibit AXG3

Witness statement of Agathe Lobre, dated 27 October 2017 and exhibits AL1- AL7

Decision 

13. If the respondent defends the application, as here, the applicant must establish that it has goodwill or reputation in relation to a name that is the same, or sufficiently similar, to that of the respondent company’s name suggesting a connection between the company and the applicant. Only if this burden is fulfilled is it then necessary to consider if the respondent can rely upon defences under section 69(4) of the Act. The relevant date is the date of application which, in this case, is 4 January 2017. The applicant must show that it had a goodwill or reputation at this date. 

Goodwill 

14. The respondent, in its notice of defence submits that it is unable to admit or deny any claims of the goodwill of the applicant. 

15. Section 69(7) of the Act defines goodwill as a “reputation of any description”. Consequently, in the terms of the Act, it is not limited to Lord Macnaghten’s classic definition of goodwill in IRC v Muller & Co’s Margerine Ltd [1901] AC 217: 

“What is goodwill? It is a thing very easy to describe, very difficult to define. It is the benefit and advantage of the good name, reputation, and connection of a business. It is the attractive force which brings in custom. It is the one thing which distinguishes an old-established business from a new business at its first start.” 

16. The primary evidence in support of the applicant’s goodwill comes from Ms Lobre, the applicant’s Legal Director. She states that the applicant was founded in 1974 and that the first PAULE KA store opened in Paris in 1988. She provides the following figures which show, ‘annual turnover and advertising expenditure in connection with the sale of products under the PAULE KA brand in the UK: In Ms Lobre’s witness statement the figures are provided in GBP. However, at paragraph 4 of the second witness statement of Mr Gallafent it is confirmed that the figures should be shown in Euros and not in GBP. The table we provide in this paragraph reflects the correction.

Year
Turnover 
(€)
Advertising 
expenses (€)
2016
742 826,31
57 819,00
2015
726 326,41
0,00
2014
846 528,02
0,00
2013
847 725,65
24 905,00
2012
842 525,42
151 331, 05
2011
793 415,94
93 399,02
2010
645 676,32
47 760,20
2009
665 947,60
1 000,00
2008
725 064,01
63 005,88
2007
567 752,98
102 217,51
2006
529 254,35
4 139,69

17. Ms Lobre states that sales of PAULE KA products in the UK take place from both physical shops and via the internet. The applicant has two stores in London in Mount Street and Sloan Street. Photographs of the frontage of those shops are provided. They are printed from Google Street View and show the Mount Street store with an awning above the door. The awning displays the name PAULE KA in capital letters. The image has a capture date of August 2016. The store on Sloan Street has the name PAULE KA displayed prominently on the shop front, in the same presentation. It has an image capture date of May 2012. See exhibit AL2 

18. Ms Lobre submits that PAULE KA products are also sold in the UK via other shops such as Harvey Nichols and Fenwick. 

19. In addition to physical shops, Ms Lobre states that PAULE KA goods are sold in the UK via the internet. See exhibit AL3 Pages from www.harveynichols.com, www.stylebop.comand www.modarosa.co.uk show clothes for sale which are branded PAULE KA. The pages are not dated. 

20. Ms Lobre further submits that the applicant’s goods are sold through its own website www.pauleka.com, which has a ‘UK portion’. Images from the website are provided and show a number of clothing and accessory items priced in GBP. The pages are not dated. The following items are shown:  See exhibit AL4

	35 dresses, priced from £355 to £4,125

8 clutch bags, priced from £145 to £230
11 items of footwear, including ballet pumps and long boots, priced from £295 to £505
6 bags, back packs and leather handbags, priced from £355 to £505
	1 mohair hat, priced at £135
7 belts, priced from £100 to £230
3 fur collars, priced from £200 to £265

21. Ms Lobre states that, ‘to support the sales of products’, the applicant often seeks placement of its products in suitable publications. See exhibit AL5 Fourteen examples are provided which, in each case show a magazine cover on the left of the page and, on the right side, a model, or selection of goods. Only three of the examples provided show the date of the magazine and describe the clothes as being by PAULE KA. These are:

	Red magazine, dated November 2014. The top worn by the depicted model is described as Viscose and polyester, Paule Ka, £265. See exhibit AL5, page 6

VELVET, dated December 2016. The article is titled, ‘Paule Ka’. See exhibit AL5, page 5
Tatler, Watches and Jewellery, 2016. Models on both pages of the exhibit are wearing items described as ‘Paule Ka’, though the print quality makes it impossible to determine which items are being referred to. See exhibit AL5, pages 12 and 13.

22. Ms Lobre states that the applicant is regularly mentioned in ‘an advertorial and editorial context’.  She provides twelve examples which she submits are taken from publications which are readily available in the UK. See exhibit AL6 The majority of these concern the launch of Paule Ka Collections between spring/summer 2011 and fall/winter 2017/18. In addition, there are articles provided which concern the applicant’s business. For example, an article dated 23 July 2015, taken from www.fashionunited.uk, is titled, ‘Paule Ka confirms new creative director’. Another, dated 18 July 2011, is taken from the Financial Times online at www.ft.com and is titled, ‘Change Capital buys majority stake in Paule Ka’. 

23. Further evidence of this nature is provided by Mr Gallafent in his second witness statement. See exhibit AXG3 He provides thirty-one pages, each of which includes a picture of a magazine cover, the date of the publication, the title of the article and the photographs that featured in the article of that date. The models are shown wearing PAULE KA clothing and footwear. Twenty-one of the articles are dated before the relevant date, between 1 February 2016 and 12 December 2016. The articles were featured in Cosmopolitan UK, Grazia UK, Hello UK, Stella UK, Stylist UK, Tatler UK, Vanity Fair UK, Vogue UK, You Magazine UK and The Daily Telegraph. The goods shown include, inter alia, coats, dresses, skirts, blouses and shoes. 

24. Taking all of the evidence into account, we find that the applicant has established that it had a goodwill and reputation associated with PAULE KA at the relevant date. The goodwill was in a business trading in ready to wear fashion. 

Does the respondent’s company name suggest a connection between it and the applicant?

25. The next question is whether the respondent’s name is sufficiently similar to PAULE KA that use of the respondent’s name in the United Kingdom is likely to mislead by suggesting a connection between the respondent and the applicant. If this burden is fulfilled it is necessary to consider whether the respondent can rely on any of the defences under section 69(4) of the Act.

26. In comparing the respective names, the inclusion of the designation ‘LTD’ in the respondent’s name must be disregarded because it is not part of the chosen name and simply indicates the corporate status of the company, something which is necessary in most company names. see, for example, MB Inspection Ltd v Hi-Rope Ltd at paragraph 48 

27. The applicant submits that the names POLKA and PAULE KA are very similar because:

“…POLKA has a very similar pronunciation to PAULE KA. In particular, aurally POL is very similar to PAULE in that both start with a ‘P’ and end with an ‘L’ sound. The intervening ‘O’ and ‘AU’ are very similar in sound because the ‘AU’ will be pronounced as it is pronounced in ‘aubergine’. The KA at the end of POLKA and PAULE KA will be pronounced in an identical fashion.”

28. The respondent submits that it has not used the abbreviated form POLKA, rather, it uses POLKA INTERNATIONAL LTD. It accepts that LTD is a designation of the nature of the company but submits that even when LTD is excluded from the comparison the two names are different. 

29. Visually, the respondent submits that PAULE KA is visually considerably shorter than its own name and concludes that, “the relevant consumer will be more likely to perceive the differences between the two marks.” 

30. With regard to the phonetic comparison the respondent draws our attention to the fact that PAULE KA is a French brand and concludes that:

“(b)…its primary pronunciation would be in French. ‘PAULE’ is pronounced as ‘POOL’ in French. Therefore, would be pronounced as ‘POOL-KA’ and not ‘PAUL-KA’ as the Applicant has stated.” 

31. In addition, the respondent suggests that, “any consumer viewing the brand of the Applicant would refer to the second element as ‘K-A”, further reducing any similarity…” 

32. Conceptually, the respondent submits that ‘PAULE KA’ is a name, while ‘POLKA’ “could be associated with a ‘polka dot’ pattern…”. It concludes that there is no conceptual similarity between the company names. 

33. The applicant’s statement of case overlooks the presence of the word INTERNATIONAL in the respondent’s name. This may be because it simply indicates an international company. However, unlike the designation LTD, which denotes the legal status of a registered company, INTERNATIONAL is clearly part of the chosen name of the respondent and must be considered as part of the company name for the purposes of the comparison. POLKA INTERNATIONAL is clearly longer than PAULE KA. Both names begin with a five-letter element which begins with ‘P’, but the subsequent four letters are not the same and the common letters do not fall in the same order. We do not find it likely that anyone will directly mistake these words, when they have both names in front of them, nor do we consider that an average member of the public would misremember or imperfectly recollect one or other of the names, such are the differences between them. 

34. It is true that there is reasonable degree of aural similarity between the respective names if the average member of the public pronounces only POLKA in the respondent’s name and pronounces PAULE KA as ‘PAUL-CAR’ in the applicant’s name. However, the respondent’s name includes the word INTERNATIONAL and would be pronounced POLKA INTERNATIONAL. In addition, the ‘KA’ part of the applicant’s name may be pronounced ‘CAR’, but is equally, or more, likely to be pronounced as two individual letters, ‘KAY-AYE’. 
35. In considering the aural similarities we have not taken into account French pronunciation of the applicant’s name PAULE KA, beyond the knowledge that can be ascribed to the average member of the UK public which is the perspective which must inform the comparison. 

36. Conceptually, the names are different. The respondent’s name will be seen as referring to a dance or something spotty, as in polka dot, followed by INTERNATIONAL. The word PAULE is clearly a personal name, albeit, to the average member of the public in the UK, one with a slightly different spelling, which may indicate an origin from another country. The letters KA may be seen as a second name but, more likely, will be considered to be the letters KA, perhaps representing an acronym of some kind.

37. It is possible for two names to be recognised as being different, but nevertheless mislead the public into thinking that the users of the names are connected. For example, if the respondent were named PAULE INTERNATIONAL, the public may well believe that the common element PAULE indicated a connection with the applicant. However, we find it difficult to see why the public would expect the user of POLKA INTERNATIONAL to be connected to PAULE KA. 

38. In reaching this view we have given no weight to the respondent’s claim that it trades in different services to the applicant. There is nothing to prevent the respondent from trading in the same field as the applicant in the future. 

39. We have also not considered a copy of a trade mark decision between the same parties relating to a Portuguese trade mark. The decision has not been translated and even if it had been, a decision under European trade mark law is not analogous to a decision of this tribunal which operates under the Companies Act 2006 (as amended).

40. For the reasons given above we find that the names are not sufficiently similar to engage s.69(1)(a) or (b). Therefore, the application must be rejected.


Conclusion

41. The application fails. 

COSTS

42. The respondent has been successful and is entitled to a contribution towards its expenses on the basis of the scale of costs which applied at the date these proceedings were commenced. Published in the Practice Direction. Costs are awarded to the respondent as follows:  

Fee for filing the notice of defence: £150

Preparing a statement and considering the application:		£300

Considering the applicant’s evidence: £200

Total: 	£650

43. Paule KA (Société par Actions Simplifée) is ordered to pay POLKA INTERNATIONAL LTD. the sum of £650 within fourteen days of the expiry of the appeal period, or within fourteen days of the final determination of this case if any appeal against this decision is unsuccessful. Under section 74(1) of the Act, an appeal can only be made in relation to the decision to uphold the application; there is no right of appeal in relation to costs. 

44. Any notice of appeal must be given within one month of the date of this decision. Appeal is to the High Court in England, Wales and Northern Ireland and to the Court of Session in Scotland. The Tribunal must be advised if an appeal is lodged. 
Dated this 26th day of June 2018

Al Skilton,
Company Names
Adjudicators

Allan James, 
Company Names
Adjudicators

Christopher Bowen,
Company Names
Adjudicators

