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The following is the response of the Licensing Executives Society (Britain and Ireland) (“LES”) to the UKIPO’s Consultation on draft regulations concerning trade secrets. 

LES is the UK and Republic of Ireland chapter of the Licensing Executives Society International (LESI).  LESI is the world's leading association of technology transfer and licensing professionals, with over 11,000 members worldwide.  The membership is mixed, not only geographically, but also in terms of members' backgrounds, including business people, professionals (lawyers, accountants and patent attorneys) and academics, drawn from a broad range of industry sectors.  LES (B&I), the UK and Republic of Ireland chapter, is one of the largest with around 300 members and its members are engaged in all the fields of activity listed above.  Our answers to the questions in the consultation document are set out below.

We have had the advantage of seeing in advance the response of the Intellectual Property Lawyers Association (IPLA). We agree with the comments set out in that response and endorse them. We make only the following further comment, in relation to Question 2 (Regulations 4-9).

We note that Regulation 6 (4) anticipates the possibility that a person may “acquire an infringer’s liability in respect of a breach of confidence”. We are unclear as to how in practice such an acquisition could occur: under the Directive, liability can only arise directly, as a result of the carrying out of one or more of the acts set out in Article 4.  This is so even when dealing with infringing goods: a person, for example, who produces, offers or places on the market infringing goods etc only does so unlawfully if that person knew or ought to have known that there was unlawful use of the trade secret.  
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