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Call for Evidence: Review of the enforcement provisions of the Consumer Protection from Unfair Trading Regulations 2008 in respect of copycat packaging - response form
A copy of the consultation on Call for Evidence: Review of the enforcement provisions of the Consumer Protection from Unfair Trading Regulations 2008 in respect of copycat packaging can be found at:

https://www.gov.uk/government/consultations/consumer-protection-copycat-packaging-call-for-evidence 
You can complete your responses online through:
https://www.connect.bis.gov.uk/consultations/cprs.copycats
You can email or post this completed response form to: 

Postal Address:


Ana de Miguel 

Consumer and Competition Policy 

Department for Business, Innovation and Skills 

1 Victoria Street 

LONDON SW1H 0ET

Tel: ++44 (0) 7768273619
Email: CPRs.copycat@bis.gsi.gov.uk
The Department may, in accordance with the Code of Practice on Access to Government Information, make available, on public request, individual responses.

The closing date for this consultation is:  19 May 2014

Confidentiality & Data Protection 
Please read this question carefully before you start responding to this call for evidence. The information you provide in response to this call for evidence, including personal information, may be subject to publication or release to other parties. If you do not want your response published or released then make sure you tick the appropriate box. 
x FORMCHECKBOX 
  Yes, I would like you to publish or release my response
 FORMCHECKBOX 
   No, I don’t want you to publish or release my response
Your details
Name: Rt. Hon. Professor Sir Robin Jacob
Organisation (if applicable): University College London
Address:  Bentham House, Endsleigh Gardens, London WC1E0EG
Telephone: 


Email:  

Please tick the box below that best describes you as a respondent to this call for evidence
 FORMCHECKBOX 

Business representative organisation
 FORMCHECKBOX 
       Independent Training Provider


 FORMCHECKBOX 

College

 FORMCHECKBOX 
       Awarding Organisation

 FORMCHECKBOX 
       School

 FORMCHECKBOX 

Charity or social enterprise

 FORMCHECKBOX 

Individual

 FORMCHECKBOX 

Legal representative

 FORMCHECKBOX 

Local government
 FORMCHECKBOX 

Large business (over 250 staff)

 FORMCHECKBOX 

Medium business (50 to 250 staff)


 FORMCHECKBOX 

Small business (10 to 49 staff)

 FORMCHECKBOX 

Micro business (up to 9 staff)


 FORMCHECKBOX 
       Professional body
 FORMCHECKBOX 

Trade union or staff association
 FORMCHECKBOX 

Other (please describe) Former Court of Appeal Judge, Professor of IP Law and advisory editor of Kerly’s Law of Trade Marks and Trade Names
Issues – your comments

1. As anticipated in the Terms of Reference, we consider the following to be the main issues raised by this review.  Anyone responding should feel free to raise other points, however, if they think they are relevant.   In responding it would be particularly helpful if you could supply any underpinning evidence, examples, case studies or estimates to help illustrate your points.

	Issue 1: The nature and scale of any problems associated with the current enforcement arrangements.


2. Some brand owners have suggested that there is an enforcement gap in that the current enforcers have not devoted sufficient resources to tackling copycat packaging (where the brand owners say, it infringes the prohibition in the CPRs and the average consumer takes, or is likely to take, a different decision as a result). Our understanding is that, notwithstanding the fact that there is an absence of consumer complaints, the enforcers have considered carefully the evidence presented by businesses. The enforcers do not consider that it establishes that copycat packaging causes significant consumer detriment or other adverse effects on the market. They do not therefore give priority to enforcement action over and above other more clearly detrimental practices.
3. We would be interested in any views and supporting evidence as to whether there is an enforcement gap and, if so, the extent of it.     
The primary enforcer of trade mark and like rights (indeed of all IP rights) is the owner of the trade mark or goodwill concerned.  He has private rights of action enforceable in the civil courts to protect his property rights.   Enforcement authorities such as trading standards authorities cannot be expected to act save where there is clear and strong public interest – in particular in clear cases of significant deception of the public.   The enforcement of private rights primarily for the benefit of of private right holders is not a matter for public authoritiesgenefit of privatgeingn ng erest in comsumers not being deceived.   supermarkets there is less "i
Over my years of experience at the Bar I have not seen any “enforcement gap.”  Admittedly my experience as a lawyer is a little old, though from my observation in supermarkets now here are less “look-alikes”  then there were in the 1980s and 1990s.   

Incidentally I regret the expression “copycat” because it carries with it pejorative connotations.  The better expression is “look-alike.”
	Issue 2: What is the extent of any consumer detriment arising from copycat packaging?


4. Closely linked to the previous issue is that of consumer detriment, given the reliance the enforcers have placed upon it.  We should be interested in views and evidence as to the extent to which consumers are suffering from copycat packaging. Last year the Intellectual Property Office (IPO) commissioned some independent research The Impact of Lookalikes: similar packaging and fast moving consumer goods from the Intellectual Property Institute.  

5. The report is available here http://www.ipo.gov.uk/ipresearch-looklikes-310513.pdf. The IPO and the British Brands Group (BBG) have discussed the report.  Their common understanding on its key findings is that there is a lookalike effect. In essence:

a) Consumers are more likely to make mistaken purchases if the packaging of products is similar and there is strong evidence that consumers in substantial numbers have made mistakes;
b) Consumers' perceptions of the similarity of the packaging of goods are correlated with an increased perception of common origin and to a material degree. There is also an increased perception of quality;

c) The lookalike effect increases consumers’ propensity to buy a product in similar packaging;

d) The lookalike effect increases consumers’ propensity to buy a product in similar packaging;

e) Better sales data might allow more reliable conclusions to be drawn on the impact of lookalikes on consumers and businesses, as current data has limitations;
f) There may be limits to the UK's ability to legislate beyond the provisions of the Unfair Commercial Practices Directive in areas within its scope; and
g) The evidence exploring whether German unfair competition law provides a more advantageous regime for tackling lookalikes is inconclusive.
6. We whould be interested in views on the report, on the interpretation of it above, and any other evidence on the impact of copycat packaging.  

Of the above items only (a) and (b) involve the public interest in consumers not being deceived.   Lookalike packaging which deceives the public into buying the copy instead of the original is clearly actionable already as straightforward passing off.

It is also passing off to represent a product as the same in quality or composition as the original (see Warninck v Townend [1979] AC 731 (product called “advocaat” when it was not, Combe v Scholl [1980] RPC 1 (product falsely indicated as being the same as the plaintiff’s when it was not).
As regards the lookalike affect increasing consumers’’ propensity to buy, if they are not deceived, that is not a matter for the law to concern itself with.  It is a matter of competition – no different from putting a supermarket’s own brand next to the brand leader.

The mere fact that owners of highly advertised brands do not like honest competition from lookalikes is irrelevant.

	Issue 3: The equivalent enforcement provisions existing in other Member States and how they have worked. 


7. Copycat packaging is potentially subject to different legislation across Europe. In the UK there is the law of intellectual property (trade marks, designs and copyright), malicious falsehood, groundless threats, and the tort of passing off.  Other EU Member States provide protection either through unfair competition law or through unfair commercial practice law.  Some of these countries have specific provisions on copycat packaging. As noted above, Article 11 of the UCPD contemplates that “competitors” might have an enforcement role and some countries do allow businesses to take civil (injunctive) action against other businesses.  

8. In 2011, Hogan Lovells carried out a study for the European Commission aimed at providing clarification on the legal framework and practices, in the 27 Member States of the EU, of protection against what it describes as “parasitic copying”.  A copy of the study is available at: http://ec.europa.eu/internal_market/iprenforcement/docs/parasitic/201201-study_en.pdf
9. We would be interested to learn more about how these systems work and what has been the response of consumers, businesses and retailers. It would be very useful to have specific examples of the litigation that has taken place in relation to copycat packaging and its outcome. 
10. We note that the Irish legislation implementing the UCPD (the Consumer Protection Act 2007) gives businesses a right to apply for a court order to prohibit copycat marketing, but the right is a broad one in that it applies to alleged infringements of all of the UCPD’s provisions and it extends not only to businesses.   Since the Irish legal system is in some ways similar to the UK’s, we would be particularly interested to hear how this system has worked and if there are any particular issues in respect of copycat packaging in Ireland.

	Issue 4: The costs and benefits of giving businesses the right to take civil (injunctive) enforcement action against copycat packaging, including any effects on competition and innovation.


11. Giving businesses enforcement powers might be expected to bring potential costs and benefits which it would be helpful to assess. Costs might include more enforcement before the courts and benefits might relate to addressing such consumer detriment as arises at present.  We would be interested in any views on these issues.

12. Of particular interest are any effects the proposal might have on the operation of markets, especially in relation to competition.  Brand reputation can lower search costs for consumers, by enabling them to draw on their experience and other information about a product, but this mechanism only works if consumers can be confident they will purchase what they want to purchase.  Equally, businesses will not invest in higher quality goods and services (and innovate) if they are not confident that consumers will correctly be able to distinguish them from lower quality ones.  This potential market failure is addressed by the trademark system but, in theory at least, if consumers are being significantly misled by copycat packaging the market might be failing to work.

13. On the other hand, and again in theory, brand reputation can create strong market power and make a market less contestable.  By erecting barriers to entry and inducing market segmentation (by persuading consumers that similar products are different), branding may give rise to competition concerns.  

14. There is a fine line between confusing packaging and using generic cues to provide useful signs to consumers
. We should be interested in any views or evidence which relates the issue of copycat packaging to competition and innovation.

The proposal to make actionable packaging which deceives or is likely to deceive is completely pointless.   For such packaging is actionable now – cf the Jif Lemon case.
It is true that it is not always easy to prove deception – though it is far from impossible and can be done if the deception is significant.  One of the differences between the common law system and the continental system is that the common law system requires proof to a higher standard than just asking a judge to say people will be deceived.  

I would add this:  I recall one instance when I was at the Bar where the lookalike was very close indeed.  I advised the client that the court would very probably find in its favour – but in the end the client did not sue – it would mean suing a big supermarket chain which was a big customer for many of the clients’ products.
	Issue 5: How the power would work and what impact might there be on the way in which enforcement of the CPRs operates in the UK.


15. Giving businesses enforcement rights over consumer legislation would be novel in the UK and we would be interested in views on how it would work in practice.  It could result in a very different enforcement model than currently exists in the UK.  In particular, might it cut across public enforcement which, as described earlier, can be carefully calibrated to suit the circumstances? Would it lead to a more litigious regime?  Might it even give rise to mischief-making? 

16. On the other hand, the test to be met before the courts would be the same as now and it would focus on whether consumers have been misled, and not on whether competitors had lost business. In addition, given the financial pressures that the public sector including public enforcers face, would there be real benefits in mobilising private sector resources in this area? 
This is complete nonsense – businesses can sue now.    
	Issue 6: What legal changes might be needed to provide businesses with the right to take civil (injunctive) enforcement action against copycat packaging, including defining the practice covered by the private right of action in order to capture what is intended without providing too broad a power.


17. Giving businesses an enforcement right would not readily fit in with the system described above of designating enforcers on the basis of statutory criteria orientated around protecting the collective interests of consumers. In practice, it would likely require substantial modification to the current civil enforcement regime or the setting up of a new one, with significant amendment to Part 8 of the Enterprise Act 2002 (which is a general enforcement regime for consumer law, not one restricted to the CPRs). The Department will consider further whether any such change could be made under section 2 (2) of the European Communities Act 1972 (under which the CPRs were made) or whether reliance on some other powers or primary legislation would be required, but if respondents have any views we would be interested to see them.  

18. The review is restricted to considering the case for providing businesses with a power to take civil injunctive action against copycat packaging and is not addressing other aspects of enforcement of the CPRs including a wider enforcement power for businesses.  This implies that the practice can be readily identified among those prohibited by the CPRs.  Again, the Department will be considering the legal issue further but would be interested in views including on whether a reference to Regulation 5(3)(a) would suffice for this purpose.     

Again this is nonsense – businesses can sue now if they can prove significant deception or its likelihood
	Issue 7: Whether there are any legal or policy issues to be resolved and the scope of any implementation task.


19. We have noted above some of the policy issues raised by this review and some of the legal advice we are seeking.  We will consider when the review has progressed further what issues remain unresolved and what would be involved in implementing any proposals. 

I do not think any change in the law is called for – or would serve any useful purpose.  Maybe a voluntary industry/retailer dispute resolution scheme would be a good idea – certainly brand owners may be less disinclined to raise the matter with their customers through such a forum than by going to court
	Issue 8: The nature and scale of any risks associated with both continuing the present arrangements and giving businesses a civil injunctive power.


20. We have alluded above to a number of important considerations, pointing in different directions, which will be hard to quantify or indeed judge, such as the risk of more litigation.  We shall be seeking to firm up views on some of these matters as the review progresses but in the meantime we would be interested in views – particularly those supported by evidence – on what constitute the most important risks.  
See above
	Issue 9: Other issues


21. We would be particularly interested if respondents consider there are any significant issues we have not so far identified.
Yes.   You have not mentioned the fact that some consumers assume that a supermarket own brand is made by the leading brand.  Kellogg’s even say they do not do that on their cornflake packets (or used to).   Such consumer assumptions do not prove confusion.  By way of dramatic example, in one case the Marmite people sued Sainsbury’s who were using a somewhat  similar bottle.  They did a poll which apparently showed that consumers thought the product was made by Marmite for Sainsburys.  The Defendants ran exactly the same poll but using Sainsbury’s own cornflakes (not a lookalike) against Kelloggs – and got the same figure, thus showing that the lookalike did not contribute to the false assumption.
Another point.  Maybe one way forward would be to propose an industry dispute resolution scheme rather than litigation.
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April 2014
Thank you for taking the time to let us have your views on this call for evidence. We do not acknowledge receipt of individual responses unless you tick the box below.
Please acknowledge this reply  FORMCHECKBOX 
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