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Opinion

L. On 16 Aprii 2812 the Department of Health lunched 2 consulution on
whether it should promote legislation 1o require standardized puackaging of robacco
products. This would mean, wecording to paragraph 4.6 of the consuludgon

dotumen, that {among ovher thingsh

. All texy on the pack, including brand names, 1o be in 2 stendasd
colour and typeface.
. No branding; sdverusing or promotion to be permitted on the

outside or inside of packs, or attached 1o the package, or on individus
tobarco produces themselves, Far this prrpose ‘branding’ includes logos,
colours or other features associaved with a tobacco brand.

2 In paragraph 3.2 of the consultation document, the Department sought vicws
nn the legal implications of its proposals.

3. In many cases, the “branding” which &t is proposed 1o prohibit will be the
subject marrer of a registered trade mack. The question which T propose to address s
whether a prehibation on the use of such a rrade mark. (ar any rate, withour payment
of compensation] would be contrary to Article 1 of the First Protocol (FA1RI" 10 the
European Convention on Human Rights, as incorporared in the Schedule zo the
Human Righrs Act 1998: |

Every matural or leiml person s emitled to the peaceful an;a}mnnr of his
possessions. No one shall be déprived of bis possessions except inthe
public interest and subject to the conditions provided for by law and by
the general principles of intercational law.

The preceding provisions shall not, however, in any way impair the
right of 2 State to enforce such laws as'it deems necessary to control the
use of property in aceordance with the general interest or 1o secure the
payment of taxes or orher contriburions or penalties.




4. There is 4 simdlar doctrine in the Jaw of the Buropean Union, which was
discussed in the case of Caw OF91/81 R o Secvetary of State for Floalth, ex parte
British Aserican Tobarco (fnveitments) Ltd (2003 ECR 111453 {"the B4 7 case™).
That case eoncerasd the calidity of Directive 2001737 requiring health waraings on
wwhaceo pmaizaz#s';md therefore raised a question of Burepeas law, It ks nor directly
applicable 1o the presemt casy, inwhich navional legislation i proposed and the
point therefore arises undir the Human Rights Act 1998, But the spplicable
principles are the sane and therefore the shservations of Advocaie Genesal

Geelhieeed and the Courr are very selevant.

5. The first guestion which srises under A¥P1 15 whether trade mark righis are
# “possession”. In appears 1o be segthed 1n the jusisprodence of the European Coure
of Horman Righes {"BCHR" thar insellectual property rights are possessions: zee
Anbeseerr-Brzch foc v Poregal (2007} 45 EHER 36, g}anzf; B678, b which an
applisarion wo register 3 trade mark was held to bea possession fer the purposes of
ALRE lnthe B4T case, Advocate General Geelhoed remarked tha

* . the cosentia] subsranees of 2 wademark righe does ﬁc«: COTSTEr T an

srptitbement o5 aguin the aubiorities to use a trademark andmpeded by

provisioes of public law. On the contrary, a trademack sight is

ssnentiatly a mght enforceable agrins othier tadvviduals i they nfeinge

che wse made by the helda”
6, Toisof eoerse i of rrade marks and other intelleeraal propercy rights sach
as patents that the reglitration of the right dos not creare 4 stansory Aght ro vse
ir. The Trade Mark Regnlarion is concerned ouly with reredies for infrinpement
by ealiers. The right to use the mark exiss under the generad baw and It 5 the
combiration of this right {or, properdy analysed, liberty) and the exclusivicy
ennferrad by the Trade Mark Repulativg which sives the mark frs valoe and makes
ita “pussesion” for the purposes of ATPL The sights conferred by the Regulation
would be wuseless withour the Hberoy, beeanse there s oo paint in being able to stop
other people from using the mark ¥ you cannot use i yoursell, Advocate Genersl |
Geelhioed seenss v have recopnized that, for the purpases of the question before
hiem, his axealysis of the cght conferred by o mack led towhere because be wenvon
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*} & waly if normal wsage @5 e longer possible as a resalt of provisions

of public law that 2 siruation can arke in which the substance of the

right is alfected by reason of those provisions.”
7o Duake this 1o mean that u change in public law which makes “normal usige®
af the avark po longer possible can affeet the substance of the right and may, in
appropriate circunstances, constiture = dispropartionste imerderence which
“undermines the very substaace of the rght™ see paragraph 265 of the Advorate

General’s opinion.

8 The jorisprudence of the ECHR on A1P1 is compliceted and I do ner think
it would be helpful 1o sulfect it 1o 2 prefonged analysds, Generally speaking, the
Gourt inguires into whether the owper has been *deprived® of Lis possssslons or
whether the Stave Ias toeeely regulared their wer, In sither cate, the Fepulution or
deprivarion must be {or Jeass in die opinion of the Stave) in the public interest, b
in the case of deprivation, flrness and proportionaliey will crdinasily require the
payment of compensstion. On the other band, the repulation of nse does not
sormally fequire compensation. Esamples of cases wiich fill on either sideof the
lime zre compelsnry purchase of luad lor public purposes, in which compensation is
reguired, zod plagaing control of the use of land, where ao compensnion is paid.
{1 discussed these disdnedons in giving the optuion of the Pevy Coundl in Grape
By Lad o Areorsse-General of Baonda {2000 1 WER 5740 Tn Ewrepen hiw, s

agplied in the 847 e, the notion of “deprivagion” is conveyed by saying that

“che very substance of the right” must have been 1aken or undermined,

% ‘Thereare cases in which deprivation in the public interest does et have to
be sccompanied by compemsation, Thess are cases fn whick the parpose of the low
is wo diprive someone of sropesy which he should not have got; for example,
where the b provides for 1he confiscation of the proceede of edme, Tt woald
obwiously defeat the p&rp@&t of sugh a law if compensation kad to be paid. Butthe

sale of cigarenes, although subjeer to restrivtions in the interests of public healdh,

bag mever been unlawhol and theve I no propesal to prohihit ie. Manuferers of

sigarettes have therefore been able to acquive rrade mark rights by hewful means




and therefore I think that the cases in which compensation has been denied can
have no application here. The question Is therefore likely to be: wonld the
proposed ban on the use of a giver trade mark (a logo, for example} amount to a

complete deprivation of that right?

10, Asthis point it is necessary 1o look at the reasoning in the BAT case, where
the impugned Directive required {by article 5) thar a part of the surface of the
package be devoted to a health wamniog and also (by article 7) prohibived the use of
cersain marks {for example, mciuf:!mg the word “Mild™} which might give the
impression that the cigareres were less harmful than others. Tr is important w
notice that, with the exception of Article 7; the Directive did not prohibit the use

of any trade mark, although it reduced the area within which it could appeas.

1l.  The Advocate General accepred (at paragraph 265) that srade marks fell
within the general principle which I have discnssed:

Iv is also the case in regard 1o rrademark rights thav their exercise may be
made subject to restrictions on grounds of general interest, bur the very
substance of the righrs themselves may not be vndermined,

12, Quathe facts of the case, however, the requirement under amdt: 5 of the

Directive 1o reserve space for bealth warnings did not have this effect:

266, . 1failto sex how the obligations resulting from Article 5 can be
regz:ded as undermining the very substznce of the trademark righe. The
rademark can normally be displayed on the packaging, Only part of
the packaging ~ which iself amounts to even less than 50% — must be
reserved for the statements and warsings prescribed in Artice 5.
13,  Thx reasoning s clearly inapplicable to the present case; in which rhe vse
of 2 logo mark would be altogether prohibired.

14, Inthe case of those marks which were prohibited by ardcle 7, the Advocate
General said that they were in any event liable 1o be lnvalidated as tending 10
mislead the public, or alrernarively, that their misleading comtent provided 2 public



smterest justification for prohibiting their use without comapensation. This
reasoning aligns the case with those in which thers is o public interest ustificasion
for deprivation without eempensation, such us the proceeds of crime cases.
However, It saeins o me to hove o relevanes ia cases Ble the peesent, in which it
is yiot suggested thot there is anydhing Jurmbul or mideading in the loge marks,
Alhough the point Is controversial, Parlizment may be entided to tke the view
dliat there is 2 public interest justificanion in extinguishing the use of the marks on
the groand thar their use sucourges people 10 smoke. But that & net enovgh to
justify exrinpuisherent of the marks withost compenstion, Depriving the oweer of
property without compensatinn on grounds of public interen can be jostified only
in the nousnal case in which & gives effect to o public intersss which would bﬁ

defeared H compensarion had ro be puid,

B, The pudgment of the Court {u paregraph 150) accepted the ressening of the
Addvoeste Geners] in paragraph 17 sbove on the affecr of mricle 5

*.ithe only effect produced by Ardele 5 of the Directive i to restriet
th uga.}jn of manufacoress of tobseca proshics wous the space ob some
sides of elparetts prckets or vol packets of wohaeeo producs 1o show

their wrade eerks, wichome pmﬁ;&gnﬂ the submance of their trode mark

righ™

6. Fowever, in sefurion so those marks which were sltogether prohibined by
artiele 7, the Cowrt adopred 2 somewhay differsm teasoning (in parapraph 152}
fresm thae of the Advocme General

While thar article sorils probibitien, in selation only vo the packaging
of robacco produes, on ustng a wade mark incorporating one of the
dewrriprors referred toin chat provision, the fact remaing i%;n 3
msanufacrurer of vobacco products may continue, norehbsranding the
rezneval of thar deseription feom the pmi:ggmg tor divtinguich irs
pragduct by using echer distinesive signs.

7. Thequestion v whether this paragraph supports the argument tha
prohibition of the use of 3 murk can never fmpair the substsnce of the rizht becatse
the propristor van abways v some other mark {for example, 2 name withont
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s yepography) o distingnish his goods. To my opindon it

dows not po nearly sofar: The Coure was corcerned with 2 genesal prohibivion



{under article 7) of marks “suggesting thax » particuky produc is less hsrmful than
orhers”, Tn this eontexr, it is understandable thar the Courr of Justice should have
theught thar the mmubcturer coudd squally well wie a mark which did nor convey
vhat wngession, purticularly stnce {as the Coust remarkedy ir bad been given a
subsanial time 6 which ro make the change. H, bowever, the Fﬁz‘mépk B
extended tosaying that prohibition of te use of eny mark does not Impsir the
substance of the right conferred by vhat mark becanse the proprictor can

deaigreish bis goods in some srher way, then § dhink it = conrmery to recemt
4 B K

Europess jurisprudence on the funetios of 3 trade mark,

18, Rused ro be thoughy, at any mte 1o the United Kinpdon, tha the sole
funcion of 3 trode el was 1o deniote the origin of the preds, so that amy mark
vwehich hid this effest wos a good 25 any othen. Bt the Court of Justice bas made i
clear that this is not the cave. In Ciase GA87A57 L 'Orend $A4 w Belfwre NV[26091 ECR.
L5185 the Conry of Justice said thar while the “psoenrial funerine™ of the mark was
0 “prearantes to consumers the ongin of the goods or services®, it alsn had other
fonetions whish included “gusrantesing the qualicr of the soods or servives in
guesios” and {rarher more shyurely) “ormenicaton, investment o
wivertising”. In other words, vhe mark may do far moce than convey informarion
bt the identity of the mmueicturen. Experts on branding would no doobt be
able o give evidesce shout the way inwhich sk marks enable the consueer o
make choioes By aveording with his fnvnge of Himeedf und e frasge he wishes o
convey to others. Thus the mark may eomvey 2 brand image which mers
identhication of the manufaciurer Is unable 1o do. In practice, very Yarge sums of

mcney are mveswed in crearlay such a brand fnogr attacked o divtinetive marks,

13, liberelore do no: think thot the judpment of che Z47 core i be piven the
beoad inwrpresarion which I suggested in parspraph 17 might be put upon it A
prohibition on the use of 2 mark is in my view a complere depimtion of the
progperey i ther mark, nerahtistanding that the propristor minhe be ableto
divtinguish bis goods by the use of some other mark,

T e e s hannm i it i sty e e+ =



32 Apart from this point, I can see no reason why depriviog someone of his
proprictary Hnerest in g trade sk for a tobocco product (hemever much it msy
be in the pubdic Interest to o sv) should be different in prindiple from any other
deprivation i which compensation & required. The only contrary srgument i
thaat robacon trade marks fall Inve e sawe category of ponscompenstable
deprivations 38 the procesds of crime, becawsr smoking s deleterios to health, But
his, as 1 have alreads suggesicd, soems zo me vo be 2 confusion of theught, It
woould, 1 think, be bewdul on sueh grounds 1w prohibic trade o tobacco altogether,
ne msy compare Joy Bdgar {Liverpoe(l Lad v Unired Kingdom [Application No
37583797}, a decidion of the ECHR arising out of the legishrion banning handpuns
imtreduced after the Dunblane mansscre, The lepislation provided for owners and
deslers to be pald compeasation for guns which had 2o be surrendered, But some
dialers claimed compensation for loss of furere business us well. The BCME said
that it was nm deprivation of 2 possession becans they had no legitimue
experanion thay they would be able 1o continue dealing In sums for the indefinine
future. But there is no suggestion that trade in rigarertes should be prohibited, &
therebare sspms 1o be wrong 1o argue that 2 prohibition on the use of 2 troade sk,
which has the effea of disadvantaping those with srong marks against thow with

wieak marks, o be pestified on the besis dhar selling cigarerres is undesirabide,
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Lord Hollnony
24 May 252

Cenvre for Cominereiat Eaw Studies
6752 Lincoln's Inn Fislde
Lovdon WCIAZIE,






