6515 02.04.2014

Directions under section 124A of the Patents Act
1977

[Ref. PD/ERD/17]

Renewal of UK Patents and European Patents (UK)
by electronic means

Introduction

1. The comptroller has given the following Directions under section 124A of the
Patents Act 1977 ("the Act") to direct the form and manner in which patents which
are in force in the UK may be renewed in electronic form by using electronic
communications.

2. If an electronic request to renew a patent is delivered to the Office in a form or a
manner which does not comply with these directions, the Office may treat the
request as not having been delivered, and the renewal fee as not having been

paid. The patent in question will cease to have effect under section 25(3) of the
Act subject to the period set out under section 25(4) of the Act.

3. These Directions come into force on 31 March 2014.
Interpretation

4. In these Directions:

“the Act” means the Patents Act 1977;

“additional late renewal fee” means any additional fee for late renewal prescribed
under rule 5 of the Fees Rules and listed at Schedule 2 Part 2 to those Rules;

“the Fees Rules” mean the Patents (Fees) Rules 2007,

"the Office" means the Patent Office or, where appropriate, the comptroller;

"online", in relation to a document or message being delivered, refers to a document
or message that has been transmitted from one device to another by means of an
electronic communications network (within the meaning of section 32 of the

Communications Act 2003);

“patent” means a patent which is granted and in force in the UK, that is to say, a UK
patent or a European Patent (UK);

“register” means the Register of Patents kept under section 32 of the Act;
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“renewal fee” means the fee referred to under section 25(3) and rule 36 of the Rules
and prescribed under rule 4 of the Fees Rules and listed at Schedule 2 Part 1 to
those Rules;

“renewal period” refers to the periods specified by rules 37(1) and (2) and 38 of the
Rules;

‘request” means a request to renew a patent;
"requester” means a person making the request;
“the Rules” mean the Patents Rules 2007;

“web interface” means the Office’s dedicated web page for filing electronic patent
renewal requests.

Patent renewal requests

5. Patent renewals may be requested via the web interface at any time. Online or
electronic requests to renew a patent not sent via the web interface may be
treated as not having been delivered.

6. Where rule 37(3) of the Rules applies, renewal payments which include
payments for previous renewal anniversaries cannot be made using the web
interface.

lllegible or incomplete requests or incorrect or incomplete patent numbers

7. A request to renew a patent must be accompanied by an e-mail address to which
an email acknowledging receipt of the renewal request(s), receipt of payment and
the certificate of payment can be sent. Requests containing an incorrect e-mail
address may be treated as not having been delivered to the Office.

Payment of fees
8. Renewal fees and, where due, additional late renewal fees must be paid via the
web interface at the time the request is made. Failure to pay all of the fees due

may result in the request being treated as not having been received.

9. Renewal fees payable with the request must be paid in Sterling using a deposit
account held with the Office or by a valid credit card or debit card.

10.Where an online payment is subsequently rejected, the request will be treated as
not having been received.

Acknowledgment and time of delivery
11.Where a request has been received an online acknowledgement (“the receipt”)

will be sent by the Office to the requester’s email address specifying the time and
date of the request and the patent(s) for which renewal was requested. The
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requester should not assume the Office has definitely received the request until
the receipt has been received.

12.A subsequent email will be sent to the e-mail address given by the requester
when the renewal payment is accepted. This will specify the date the renewal
request was received, the patent(s) for which renewal was requested, the total
fees paid and the date on which the payment was processed.

13.0nce the full renewal payment has been accepted, the Office will issue a
certificate of payment to the email address supplied by the requester.

14.A patent renewal will not be treated as having been completed until the Office
has both issued an e-mail containing this certificate of payment to the requester
and entered details of the renewal on the register.

Specifying the address to which the next renewal notice is to be sent

15.A request under rule 39(3)(a) that the next renewal notice is to be sent to an
address other than the address for service entered in the register cannot be filed
using the web interface. Any online communication to that effect shall be treated
as not having been delivered irrespective of whether a request to renew the
patent has been accepted or entered onto the register.

John Alty
Comptroller-General of Patents Designs and Trade Marks
12 March 2014

For background and additional information refer to guidance and notes on the
Directions



6515 02.04.2014

Guidance and notes on the Directions given under
section 124A of the Patents Act 1977

Renewal of UK Patents and European Patents (UK)
by electronic means

Introductory notes

a) These notes are not part of the Directions. They are intended to provide
background and additional information.

b) Where any document is submitted in a form or manner which does not comply
with the Directions, the comptroller may treat the document as not having been
delivered (see section 124A(3) of the Patents Act 1977).

c) Granted UK patents and European Patents (UK) can be renewed electronically
using the Office’s dedicated web interface.

Payment of renewal fees

d) The web interface requires the requester to give an account name and number if
paying by deposit account, or the full card details (hame, number, expiry date and
the like) if paying by credit or debit card. Customers who hold existing Intellectual
Property Office deposit accounts should use their existing details when using the
web interface to request a renewal.

e) The web interface will require payment in full at the time of the renewal request
and part payments will not be accepted.

f) The web interface will accept payments for the renewal of multiple patents up to a
maximum number of eight patents.

g) The web interface will not accept payments for the renewal of a late grant patent
where it is necessary to include payments for previous renewal anniversaries to
renew the patent.

Email acknowledgement and confirmation of renewal

h) The web interface will require the requester to provide a valid email address
where they can receive emails sent by the Office which confirm (i) the receipt of
the renewal request, (ii) the acceptance of the relevant renewal fee and (iii) the
successful renewal of the patent through the issuing of a certificate of payment.


http://www.patent.service.gov.uk/renew
http://www.ipo.gov.uk/types/patent/p-manage/p-renew/p-lategrant.htm
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Enquires and service availability

)

)

K)

)

Helpdesk support for online filing is available between 08:30 and 17:00 hours
Monday to Friday excluding bank holidays. The web interface will also provide a
feedback facility which can be used to report problems and provide feedback on
any aspect of the electronic renewals service.

Advance notice of any planned unavailability of online filing due to maintenance
is given on the Office website and by email to registered users.

The Interpretation Act 1978 applies to these Directions. Therefore, all the
definitions set out in the Patents Act apply to these Directions. Further, amongst
other things, generally any words importing the masculine gender include the
feminine and words in the singular include the plural and words in the plural
include the singular.

Any queries about these Directions should be addressed to:

Patents Legal Section
Intellectual Property Office
Concept House

Cardiff Road

Newport

South Wales

NP10 8QQ

United Kingdom

Tel: +44 (0)1633 814140


http://www.ipo.gov.uk/
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Directions under section 123(2A) of the
Patents Act 1977
Patents Form 1

1. The comptroller has made these Directions under section 123(2A) of the Patents
Act 1977.

2. These Directions set out some changes to the forms whose use is required by
rules.

3. These Directions come into force on 1 April 2014.

4 The following Patents Forms as set out in the Schedule to these Directions are the
forms the use of which is required by the Patents Rules 2007 (SI 2007/3291):

e Patents Form SP1 (Application for grant of a supplementary protection
certificate)

. Patents Form SP3 (Application for declaration of lapse or validity, or to revoke
an extension of the duration of a supplementary protection certificate)

5. Patents Forms SP1 and SP3 as so set out, replace the corresponding forms in the
Schedule to the Directions made on 5 December 2007 (which came into force on 17
December 2007). The Directions made on 5 December 2007 are, to that extent,
revoked.

John Alty
Comptroller-General of Patents, Designs and Trade Marks

13 February 2014

For background and additional information refer to guidance and notes on the
Directions.
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Guidance and notes on the Directions given under
section 123(2A)

Patents Forms SP1 and SP3

(a) These notes are not part of the Directions. They are intended to provide
background and additional information.

(b) The Interpretation Act 1978 applies to these Directions. Therefore, all the
definitions set out in that Act apply to these Directions. Further, amongst other
things, generally any words importing the masculine gender include the feminine and
words in the singular include the plural and words in the plural include the singular.

(c) Section 123(2A) of the Patents Act allows the comptroller to give directions
specifying any forms the use of which is required by the Patents Rules.

(d) Patent Form SP1 has been amended in line with the decision in BL O/418/13
(Genzyme Corporation). The form now requests the date of notification and copy of
the Official Journal of the European Union be provided when the earliest
authorisation is a European Marketing Authorisation granted through the centralised
system under Regulation (EC) No 726/2004.

(e) Patent Forms SP1 and SP3 have also both been amended to refer to the codified
Council Regulation concerning the supplementary protection certificates for
medicinal products ((EC) No 469/2009).

(e) All of the UK patents forms (and information about associated fees) are available
on our website.

(f) Any queries about these Directions should be addressed to Patents Legal
Section:

Intellectual Property Office
Concept House

Cardiff Road

Newport

South Wales

NP10 8QQ

United Kingdom

Tel: +44 (0)1633 813822


http://www.ipo.gov.uk/O41813.pdf
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¥

Office

Patents Form SP1

Intellectual
Property

Patents Act 1877 (Rules 116(1))

Application for grant of a Supplementary Protection Certificate
(See the nofes on the back of fhiz form. You can alzo get an
explanatory bookdet from fhe Office to help you il in fhiz form)

02.04.2014

Concept House
Cardiff Road
Mewport

South Wales
MNP0 800

Wowr reference

Certificate application mnumber
(The OMce wil 7l in this parf)

Full name, address and postcode of the or of
each applicant (unoerine aV sumames)

ADP number (I you know i)

Mame of your agent (¥ you have one)

“Address for service” in the Eurcpean
Economic Area or Channel Islands to
which all comespondence should be sent
[nCiuding the postcode) (see nate (d))

ADP number (I you know £)

. Are you applying for a certificate under
(a) the EC Regulation for medicinal

products (Mo, 468/2008)7

{b) the EC Regulation for plant protection

products (Mo, 161096)7

{Answer by writing aj or (b])

What is the product that you want to protect?

{ldenty the active ingredient|s) or achve subsiance(s).
if possibie wse chemical or generic names)

(REV FEB14)

Mumber, title and expiry date of the basic MNumber
patent (GB or EP{UK])). If the patent was

granted after the date of authonsation at 8

below, give the patent grant date also. Title

{The explry date s the day before the

20" anniversary of the Ming dafe) Expiry Date

Inteliechual Property OfMce ks an operating name of the Patent Ofce

Grant Date
{oaymonfiear)

Patents Form SP1
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8.

02.04.2014

MNumber and date of the first authorisation to place Number Drate

the product on the market in the UK (oaymonifvyear)
{Articies 3 and B{1){b) of the EC Regulations see note (T) balow)

Where the authorisation at 8 is not the first State and Mumber Diate
authorization fo place the product in the market in {oaymonifuyear)

the Community, give the information requested
about the first such authorisation
Identity of the product suthorized

{Arficie B{1)jc) of the EC Reguialons;
see also note (] befow) Legal provision under which the authorisation tock place

10.

If you are filing any of the following documents, state
which jAnswer by witing (3 - (T} 35 appropriate)

(a) Copyof a UK authorisation at 8 above
{Articie Bfi)b) of the EC Reguistions)

(b} Motice publishing authorisation at 8 above
{Articie Bfi)c) of the EC Reguiations)

{c) Verified translation of (b} if not in English

{d} Information showing that the product is
protected by the basic patent

(e} excenpt from the OJELU showing the notification
date of a centralised authorisation granted umnder
Regulation (EC} Mo T26/2004 (522 note |T) below)

{f) Other jnease spediy)

11.

L'We request the grant of a cerlificate on the Signature Date
basis of this application.

12.

MName, e-mail address, telephone, fax andfor
mobile number, if any, of a contact point for

the applicant

Reminder

Documents relating to an applicaton for 2 certficate will normally be open o public inspection. I you want us to keep
copies of any documents such as marketing authorisations (or parts of them) confidential, you must ask for this when
filing or sending the document.  You must give reasons for pour request

Motes

al
B)
g

d)

gl

i you need hefp o ¥ in this form or you have any quesiions, please confact fhe Office on 0300 300 2000.
Wiite your answers in capifal leflers using black ink or you may fype them.

I there i not enough space for all the refevant delails on any parf of this form, please confinue on 3 separale sheef of paper
amnd write “see continuadion sheal” in the relevant part{s). Any continuation sheet should be affached fo this form.

Although you may have an address for senice in the Channel Islands, any agent yow appoint to act for you must reside in or
have a place of business in the Euwropean Economic Area or [sie of Man.

In some cases, an authorsation in a Sate which is nof an EU Member Sfate, buf is 3 party to the Bwopean Economic Area
Agreement, may constitute the first authonisation in the Community. Please refer fo fhe Office’s explanafory booklef
Supplementary Protection Cerfificaies Guide For Applicants for further information. This explains the effect of a first
authorisation in Switzenand in relstion fo Liechfensfein.

(REV FEB14) Patents Form SP1
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fi  In cases where the eariest markefing authonsation is a Eunpean Marketing Authorisation granted through the centralized
system under Requiaiion (EC) No 7262004, the date of the first authorsation in the Community is fhe dafe of nofification o the
applicant of the grant of this authorisafion, because this is the date thaf such an authorisafion fakes effect (for further
information please refer to the Office’s explanatory bookdet Supplementary Profection Cerfificafes Guide For Applicants)

gl Omce you have filed in the form remember fio sign and dale &

h) Fordetails of the fee and ways io pay please confacf fhe Office.

(REY FEB14) Patents Form SP1

10
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Intellectual
Property
Office

Patents Form SP3
Patents Act 1977 (Rule 76{3))

Application for declaration of lapse or invalidity, or to
revoke an extension of the duration of a supplementary

protection certificate
{Sae the naotes on e Back of this form)

02.04.2014

Concept House
Cardiff Rioad
MNewport

South Wales
NF10 BOQ

1. Your reference:

2. Ceriificate number:

3. Full name of the or of each certhcate holder

4. our full name, address and postcode

ADP number (I you know i)

8. Is this application for:
{a) A declaration of lapse under Article 14{d)
of the EC Regulation for medicinal
products (Mo, 469/2009)7
(b} A declaration of invalidity under Article 15
of the EC Regulation for medicinal
products (Mo, 469/2009)7
(c) Revocation of an extension of the duration
of a supplementary protection certificate under
Articke 15a of the EC Regulation for medicinal
products (Mo, 469/2009)7
{d) A declaration of lapse under Article 14{d)
of the EC Regulation for plant protection
products (Mo, 1610/98)7
(&) A declaration of invalidity under Article 15
of the EC Regulation for plant protection
products (Mo, 1610/98)7
(answer by writing (), (B, (c), (1) or j])

6. MName of your agent (¥ you have ona)

“Address for senvice” (including postcode] in the
Eurspean Economic Area or Channel Islands to
which all comespondence should be sent.

[see note f)

ADP number (I you know i)

7. Signature Date

B Mame, e-mail address, telephone, fax and for
meabile mumber, if any, of a contact point for the
applicant

[(REY FEB14) Intellectual Property Office ks an operating name of the Patent Ofce

11

Patents Form 5P3



6515

02.04.2014

Motes

a)

b)

e)

e

g

k)

If you need help fo fill in thiz form or you have any quesfions, please confact fthe Office on 0200 300 2000
Winfe yowr anewers in capidal leffers using biack ink or you may type them.

I there is nof enough space for all the relevant defails on any parf of thiz form, pleaze confinue on a separafe
sheet of paper and write “see confinuafion sheet” in the relevant part(z) of the form. Any confinuafion sheetz
should be attached fo thiz form.

You must file thiz form in duplicate.

You must alzo file two copies of a sfatemend in which you showld sef owt

»  fhe factz and grounds which you rely on

» what you want the Office fo decide

Although you may have an addrezz for senvice in the Channel Islands, any agent you may appoint fo acf for you
muat regide in or have a place of buginezz in the European Economic Area or lzle of Man.

Once you have filled in the form remember to sign and dafe it.

For detailz of the fee and ways to pay, please contact the Offfice.

(REV FEB14) Patents Form SP3

12
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Patents Practice Change

Practice change: Ceasing to issue Patents Form 10 reminder letter

We have changed our practice so that, as of 1 July 2014, if you have not requested
substantive examination (by filing Patents Form 10) we will no longer send you any
reminders. More information on this change in practice can be found at
WWW.ipo.gov.uk/p-pn-form10.

How to request substantive examination

You may request and pay for substantive examination online by using our web filing
service at www.ipo.gov.uk/p-apply-online-sfdchecklist.

Alternatively Patents Form 10 may be downloaded at www.ipo.gov.uk/p-formsfees.

More information on requesting substantive examination can be found on our
website at www.ipo.gov.uk/p-subexam.

13
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The British Library - Recent Additions to the Library

The following transcripts of High Court Decisions have been received at the British
Library.

SRIS code

Plaintiff(s) & Defendants(s) Date Of Hearing No

Cranford Community College 17 February 2014 C/018/14

-and-

Cranford College Limited

C/019/14

(1) Nigel Woolley

(2) Timesource Limited

-and-

(1) Up Global Sourcing UK Limited
(formerly Ultimate Products Limited)

(2) The Lacamanda Group Limited
(formerly Henleys Clothing Limited)

C/020/14
Merck KGaA

-and-

(1) Merck Sharp & Dohme Corp
(2) Merck & Co, Inc

(3) Merck Sharp & Dohme Limited
(4) Intervet UK Limited

(5) Intervet International BV

(1) Hearst Holdings Inc 29,30,31 Jan, 02,05 | C/021/14
(2) Fleischer Studios Inc Feb 2014
-and-

(1) AV.E.LAA. Inc

(2) Poeticgem Limited

(3) The Partnership (Trading) Limited
(4) U Wear Limited

(5) J Fox Limited

(1) Elsworth Ethanol Company Limited C/022/14
(2) Neil Bookless

-and-

(1) Brian Selby Hartley

(2) Namdar Baghaei-Yazdi

(3) Muhammad Javed

(4) Bioconversion Technologies Limited

14
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(5) Ensus Limited

(1) Barco De Vapor B.V.
(2) Onderwater Agneaux B.V
(3) Johannes Quirinius Wouterius Maria
Onderwater
(Trading as Joint Carrier)
-and-
Thanet District Councll

Magmatic Ltd
-and-
PMS International Ltd

MB Garden Buildings Limited

-and-

(1) Mark Burton Construction Limited
(2) Mark Burton

Jarden Consumer Solutions (Europe) Limited
-and-

SEB SA

-and-

Groupe SEB UK Limited

F H Brundle (a private unlimited company)
-and-

Richard Perry

-and-

(1) Betafence Limited

(2) Britannia Fasteners Limited

(1) Brian Wade

(2) Geraldine Perry

-and-

British Sky Broadcasting Limited

Samsung Electronics Co Ltd
-and-

(1) Apple Retail UK Ltd

(2) Apple Sales International

11, 12,16 and 17
December 2013

21 January 2014

14 February 2014

4-6, 10 February
2014

23 January 2014

18, 19, 20, 21
February 2014

12 February 2014

02.04.2014

C/023/14

C/024/14

C/025/14

C/026/14

C/027/14

C/028/14

C/029/14

15
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WITHDRAWING PATENT APPLICATIONS

This notice seeks to inform applicants and practitioners of the method the
Intellectual Property Office recommends for withdrawing patent applications.

Background

Any request to withdraw an application is always an important action and is dealt
with as quickly as possible in the Office. However, quick action in the Office
becomes crucial when a withdrawal request is received for an application which is
soon to be published. We of course wish to avoid erroneous publication.

Ways of withdrawing applications
Withdrawal of a patent application can be made by:

e emailing withdraw@ipo.gov.uk
e faxing the Office on 01633 817777
e writing to the Office

We highly recommend that the email option be used, as this will ensure that the
request is dealt with quickly by a dedicated team of staff. Full details of this service
can be found at http://www.ipo.gov.uk/p-direction-withdrawal.htm.

Notifying the Office of withdrawal in time to prevent publication

An application for withdrawal in time to prevent publication must be received in this
Office by 23:59 on the day before preparations for publication are complete (the PPC
date). The official letter notifying applicants of the PPC date for their application will
only be received 2 or 3 days prior to the PPC date. That leaves a very short time in
which to notify the Office of withdrawal. If the email message or written notification is
not received by 23:59 on the day before the PPC date, it will be too late to prevent

publication.

Therefore the earlier applicants and practitioners can make decisions about
withdrawal and notify the Office, the better.

Further guidance on withdrawal of patent applications can be found at:
http://www.ipo.gov.uk/p-withdraw.htm

If you have any queries about this notice, please contact:

Steve Bender or Christine Farrington
Room 1.B75 Room 1.Y20
Concept House Concept House
Cardiff Road Cardiff Road
Newport Newport

NP10 8QQ NP10 8QQ

+44 (0)1633 814422 +44 (0)1633 814701

16
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Provision of Information from the Intellectual
Property Office

On-Line Web Services

A number of free services are available via our web site which is located at
WWW.ip0o.goVv.uk.

esp@cenet

This service provides an interface to the published patent application databases of
the Intellectual Property Office, the European Patent Office and other European
national patent offices, as well as access to the PCT database of published patent
applications. A full copy of the specification, claims and drawings may be viewed if
available.

Designs Image Search
This service provides access to images of UK registered designs along with
bibliographic information.

Trade Mark Text
This service provides searches for trade marks matching/starting with specified text.

Trade Mark Proprietor
This service provides searches for trade mark proprietors.

Trade Mark Classification Index

The index serves as a guide to the classes of goods and services to specify when
applying for Trade Mark registration. With over 70,000 terms, the index shows which
class to put each term in.

Legal Decisions
This service provides the text of reasoned decisions issued by the office since the
beginning of 1998.

Status Information
This service provides the status information for Patents, Supplementary Protection
Certificates, Trade Marks and Designs.

Other Services
The Status Information and further information can also be obtained on paper from

the office. Some of the information available is shown below, along with the relevant
prices.

Patents Request for uncertified copy from file or register
Designs Request for uncertified copy of extract
Trade Marks Request for uncertified copy from file or register

17
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£5

£5
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Note Trade Marks & Designs: The cost is £5 per file copied, though we reserve the
right to quote for our actual costs where particularly large files are involved.

General Cost, per page, of faxing information £1 (plus VAT)

Payment
Deposit accounts: Customers may charge orders against their account with the
Office. In such cases the deposit account number should be quoted on the order.

Credit and debit cards: Payment can be made using the following credit and debit
cards:Visa, MasterCard,American Express, Switch,Maestro(only if the card is issued
by a UK Bank) and Solo.

Cheque: These should accompany any order, be crossed "Account Payee Only" and
made payable to "The Intellectual Property Office". Payments from overseas must
be in sterling drawn on a UK clearing bank.

Orders
Post: Sales, Concept House, Cardiff Road, Newport, South Wales NP10 8QQ

e-mail (Deposit Account Holders only): sales@ipo.gov.uk

Telephone (Deposit Account Holders and payments by credit and debit card only):
+44(0)1633 813651

Fax (Deposit Account Holders and payments by credit and debit card only):
+44(0)1633 817777.

18
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Patent Publication Enquiry Service

The Patents Publication Enquiry Service www.ipo.gov.uk/patent/p-find/p-find-
publication.htm enables you to search for, view and download newly published,
granted and corrected GB patents. Patents are added on a weekly basis on the day
of publication (usually every Wednesday).

The following types of GB published documents are available:

Document code A — for the published "A" application.

Document code A8 — for the corrected front page of a published "A" application
(changes to bibliographical data only).

Document code A9 — for the complete re-issue of a published "A" application (as a
result of a correction).

Document code B — for the granted ‘B’ specification.

Document code B8 — for the corrected front page of a granted "B" specification
(changes to bibliographical data only).

Document code C - for complete re-issue of a granted "B" specification (as a result
of a correction or amendment).

If you have any queries regarding this notice please contact Emma Callaghan - Tel:
01633 614876, or via e-mail: emma.callaghan@ipo.gov.uk

19
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